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DETAILED ACTION 

Continued Examination Under 37 CFR 1. 1 14 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
3/7/201 1 has been entered. 

Response to Amendment 

This office action is in response to the amendment filed on 3/7/201 1 in which 
applicant amends claims 23-24 & 30; and responds to the claim rejections. Claims 1-30 
are pending. Claims 1-22 were withdrawn. 

Response to Arguments 

Applicant's arguments with respect to claims 23-30 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §101 

35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claim 30 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Computer programs claimed as computer 
listings per se, i.e., the descriptions or expressions of the programs, are not physical 
"things." They are neither computer components nor statutory processes, as they are 
not "acts" being performed. Such claimed computer programs do not define any 
structural and functional interrelationships between the computer program and other 
claimed elements of a computer which permit the computer program's functionality to be 
realized. Further, language that suggests or makes optional but does not require steps 
to be performed or does not limit a claim to a particular structure does not limit the 
scope of a claim or claim limitation. A program that has the intended use of being used 
in a computer system is nonstatutory because it must be claimed as part of a computer 
system. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 23-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tajiri et al (US 6,482,092 B1 ) in view of Gress (US 2005/01 51 320 A1 ) and Itou et al (US 
6,354,940 B1). 

Re claim 24. Tajiri discloses a game machine which performs a multiplayer 
competition game in which a plurality of players compete [with] each other for capturing 
characters (Fig. 5-7), comprising: 

a communication interface (30 & 31 : Fig. 2) for transmitting and receiving data to 
and from another game machine (col. 2, lines 24-25, Fig 5-7), 

an operation unit (23: Fig. 2) with which a player performs input operation of 
signals; and 

a display unit (27: Fig. 2) for displaying the situation of the game; 

a storage unit (10B) for storing data representing a plurality of types of 
characters, each provided with a different property (col. 13, lines 51-54, Fig. 3); 

an extraction unit (23: Fig. 2) for extracting, triggered by the player's selecting 
operation, data representing a predetermined number of characters (col. 13, lines 46- 
54); 
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a party formation unit (23: Fig. 2) for generating data representing a party 
consisting of each of said characters, by combining the data representing said extracted 
characters (i.e. battle data, col. 13, lines 46-54); and 

a game performing unit (23: Fig. 2) for performing a multiplayer competition 
game in which an offensive of one party causes a total physical strength value of the 
other party to become a value equal or lower than a predetermined value and thereby 
determines a winner and a loser (L38 & L42: Fig. 20), using said data representing said 
formed party, and data representing the party input from said another game machine 
(i.e. battle between main player and rival trainer, col. 13, lines 41-45). 

Tajiri also discloses the concept of capturing a defeated pokemon during a battle 
and adds it to his collection (col. 10, lines 1-9). Tajiri does not expressly disclose 
defeating another game machine in the competition and capturing the another game 
machine's character; however, the concept of capturing the defeated opponent's 
character of another game machine is known as evidenced by Gress [0078]. At the time 
of invention a person of ordinary skill in the art would have found it obvious to modify 
Tajiri in view of Gress to capture opponent's defeated character and would have been 
motivated to do so to increase the excitement of the game by increasing the incentive of 
winning a battle. 

Tajiri does not expressly disclose wherein said game performing unit transfers 
the data which is stored in association with said client device of a side defeated in said 
competition and which represents any one of the characters configuring said party, 
together with its remaining number of times available, and stores said data and said 
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remaining number of times available in association with said client device of the side 
which wins said competition; however winning/receiving a character together with its 
remaining number of times available to the winner of a competition is known in the art 
as evidenced by Itou et al (col. 5, lines 1 3-1 7 & line 65 - col. 6, line 8). At the time of 
with Itou and would have been motivated to do so increase interaction of players and 
the ability to exchange characters among the players. 

Re claim 23. Tajiri, Gress and Itou disclose a game machine comprising a 
plurality of client devices and communication interface for transmitting and receiving 
data to and from another game machine as discussed in claim 24 above. Itou also 
discloses that it's known to conduct multiplayer game over a server device (col. 4, lines 
53-56, Fig. 1). 

Re claim 25. Tajiri discloses the remaining number of times available of the 
character configuring said party is decreased by a certain number if it is defeated in said 
competition, whereas the character and its remaining number of times available added 
to the side which won said competition is approximately equal to said decreased 
number of times available of the character (col. 13, lines 41-64). 

Re claim 26. Gress disclose the data representing any one of the characters 
configuring said party is deleted upon losing said competition, whereas the character 
and its remaining number of times available added to the side which won said 
competition are approximately equal to said deleted character (i.e. after capturing the 
opponent's character, the opponent's character is implicitly deleted from the opponent's 
data). 
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Re claim 27. Gress disclose the party formation unit newly generates, when 
performing the next game, data representing said party, using the data representing 
said character and its remaining number of times available (i.e. the captured character 
can be used by the winning player in following games). 

Re claim 28. Gress disclose the extraction unit disables, at the next and 
subsequent games, extraction of at least one of the data representing the character and 
its remaining number of times available, which together compose the data representing 
the party used when performing said game (i.e. the opponent that losses it's character 
can no longer extract that character's data). 

Re claim 29. Tajiri discloses the storage unit stores a plurality of types of tables 
including data representing a plurality of types of characters, each of which is provided 
with a different property, and data of a plurality of types of symbols which are 
determined in association with the data representing each of said characters and can be 
displayed on said display areas (Fig. 3), 

said party formation unit associates, for each of display areas, said data 
representing said characters (Fig. 20), 

said display unit reads said table corresponding to the data representing said 
characters, and performs, on said display areas associated with the data representing 
said characters, a varying state presentation in which a plurality of symbols having been 
in their halted state on a plurality of display areas are constantly varied into a variety of 
symbols and displayed, and a halted state presentation in which said symbols being 
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presented in the varying state are halted again and displayed on each of said display 
areas (Fig. 3 & 20). 

Re claim 30. Tajiri, Gress and Itou disclose a game program (Tajiri, col. 6, lines 
1 1-29) for performing a multiplayer competition game as discussed in claim 24 above. 

Filing of New or Amended Claims 

The examiner has the initial burden of presenting evidence or reasoning to 
explain why persons skilled in the art would not recognize in the original disclosure a 
description of the invention defined by the claims. See Wertheim, 541 F.2d at 263, 191 
USPQ at 97 ("[T]he PTO has the initial burden of presenting evidence or reasons why 
persons skilled in the art would not recognize in the disclosure a description of the 
invention defined by the claims."). However, when filing an amendment an applicant 
should show support in the original disclosure for new or amended claims. See MPEP § 
714.02 and 5 2163.06 ("Applicant should specifically point out the support for any 
amendments made to the disclosure."). Please see MPEP 2163 (II) 3. (b) 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SENG H. LIM whose telephone number is (571)270- 
3301 . The examiner can normally be reached on 9:30-6:00, Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Melba Bumgarner can be reached on 571-272-4709. The fax phone 
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number for the organization where this application or proceeding is assigned is 571 - 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Melba Bumgarner/ 

Supervisory Patent Examiner, Art Unit 3717 



/S. H. U 

Examiner, Art Unit 3717 



